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REMARKS 

The Office Action of June 25, 2007, has been received and reviewed. 
Claims 1, 2, 4-35, 37-44, and 46-58 were previously pending and under consideration in 
the above-referenced application. Claims 1 5 2, 4-16, 43, 44, and 46-58 were withdrawn from 
consideration and have been canceled without prejudice or disclaimer. Claims 17-35 and 37-42 
have been considered. Of these, claims 28 and 33-35 are drawn to allowable subject matter, 
while claims 17-27, 29-32, and 37-42 stand rejected. Claims 28 and 33-35 have also been 
canceled without prejudice or disclaimer, in view of new claims 59, 66, 79, and 80, respectively. 
New claims 60-65, 67-78, and 81-86 have also been added. 

Reconsideration of the above-referenced application is respectfully requested. 

Restriction Requirement 

The provisional election to prosecute claims 17-35 and 37-42 without traverse is hereby 
confirmed. 

Rejections under 35 U,S.C § 103(a) 

Claims 17-27, 29-32, and 36-42 have been rejected under 35 U.S.C. § 103(a) for reciting 
subject matter that is allegedly unpatentable over the subject matter taught in 
U.S. Patent 6,227,196 to Jaffe et al (hereinafter "Jaffe"), in view of teachings from U.S. 
Patent 5,094,235 to Westenskow et al. (hereinafter "Westenskow"). 

Claim 36 was previously canceled without prejudice or disclaimer, rendering the rejection 
of claim 36 moot. 

With respect to claims 17-27, 29-32, and 36-42, it is noted that there are several 
requirements in establishing a prima facie case of obviousness against the claims of a patent 
application. All of the limitations of the claim must be taught or suggested by the prior art. In re 
Royka, 490 F.2d 981, 985 (CCPA 1974); see also MPEP § 2143.03, Even then, a claim "is not 
proved obvious merely by demonstrating that each of its elements was, independently, known in 
the prior art." KSR Int'l Ca v, Teleflex M,No. 04-1350, slip op. at 14 (U.S. April 30, 2007). 
The Office must also establish that one of ordinary skill in the art would have had a reasonable 
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expectation of success that the purported modification or combination of reference teachings 
would have been successful In re Merck & Ca } Inc., 800 F.2d 1091 , 1097 (Fed. Cir, 1986), 
There must also be an explicit, articulated "reason that would have prompted a person of 
ordinary skill in the relevant field to combine the [prior art] elements" in the manner claimed and 
provided the person of ordinary skill with a reasonable expectation that the combination or 
modification of the prior art would have been successful KSR, slip op. at 5; see also, KSR, slip 
op. at 14. That reason must be found in the prior art, common knowledge, or derived from the 
nature of the problem itself, and not based on the Applicant's disclosure, DyStar Textilfarben 
GmbH& Co. Deutschland KG v. C K Patrick Co., 464 F.3d 1356, 1367 (Fed. Cir, 2006); 
M.P.E.P. § 2144, A mere conclusory statement that one of ordinary skill in the art would have 
been motivated to combine or modify reference teachings will not suffice. KSR, slip op, at 14, 
It has been asserted that the apparatus disclosed in Jaffe is "an anesthesia system." It is 
respectfully submitted that the Jaffe apparatus is not an anesthesia system, Rather, it is a 
CCb-rebreathing apparatus for use in noninvasively determining cardiac output or pulmonary 
capillary blood flow. 

The teachings of Westenskow relate to anesthesia systems in which anesthetic agents are 
recycled, recirculated, and rebreathed by a subject, but carbon dioxide is not rebreathed. 

It is respectfully submitted that, without the hindsight from which the Office benefits, one 
of ordinary skill in the art wouldn't have been motivated by teachings from either Jaffe or 
Westenskow to incorporate any type of CO2 level-elevating component, let alone the 
C02~rebreathing apparatus of Jaffe, into an anesthesia system or a system for facilitating the 
emergence of a subject from anesthesia. 

Therefore, it is respectfully submitted that a prima facie case of obviousness has not been 
established against independent claim 17, or any of claims 19-27, 29-32, or 37-42 depending 
therefrom, as would be required to maintain the 35 U.S.C. § 103(a) rejections of these claims. 

Claim 18 has been canceled without prejudice or disclaimer, rendering the rejection of 
that claim moot. 

Withdrawal of the 35 US.C § 103(a) rejections of claims 17, 19-27, 29-32, and 36-42 is 
respectfully requested, as is the allowance of each of claims 17-27, 29-32, and 37-42, 
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Allowable Subject Matter / New Claims 

The indication that claims 28 and 33-35 are drawn to allowable subject matter is noted 
with appreciation. As mentioned, each of these claims has been canceled without prejudice or 
disclaimer in favor of new claims 59, 66, 79, and 80, respectively. New dependent claims 60-65, 
67-78, and 81-86 have also been added. 

In contrast with prior claim 28, new independent claim 59 lacks the requirement that the 
deadspace be located within the body of a filter element, which also holds the filter. Even 
without this requirement, it is respectfully submitted that new independent claim 59 is drawn to 
subject matter that is allowable over Jaffe and Westenskow, as neither of these references teaches 
or suggests a system that includes a filter for removing anesthesia from inhaled gases and a 
rebreathing component that includes an adjustable deadspace volume located on a distal side of 
the filter, relative to the subject on which the system is to be (or is being) used. Therefore, in 
addition to reasons that have been set forth above, Jaffe and Westenskow do not support a prima 
facie case of obviousness against new independent claim 59, or against any of new claims 60-65 
depending therefrom. 

It is respectfully submitted that none of new claims 59-86 introduces new matter into the 
above-referenced application. Their allowance is respectfully solicited. 
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CONCLUSION 

It is respectfully submitted that each of claims 17-27, 29-32, 37-42 ? and 59-86 is 
allowable. An early notice of the allowability of each of these claims is respectfully solicited, as 
is an indication that the above-referenced application has been passed for issuance. If any issues 
preventing allowance of the above-referenced application remain which might be resolved by 
way of a telephone conference, the Office is kindly invited to contact the undersigned attorney. 

/ Respectfully subr 





Brick G. Power 
Registration No. 38,581 
Attorney for Applicants 
I. rasicIEJrii i 'j pc 
P.O. Box 2550 

Salt Lake City, Utah 841 10-2550 
Telephone: 801-532-1922 



Date: September 25, 2007 
BGP/ec 

Document in Pro Law 
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